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REMARKS 

In the Office Action mailed December 28, 2005, the Examiner rejected claims 1 , 
8, 18, 22, 26, and 27 under 35 U.S.C. § 101 as being directed to non-statutory subject 
matter; and rejected claims 1-28 under 35 U.S.C. § 102(e) as being unpatentable over 
Muietal. (U.S. Patent Application Publication No. 2003/0229529) 1 . 

By this amendment, Applicants amend claims 1,8, 18, 22, 26, and 27. In light of 
these amendments and the following arguments, Applicants respectfully traverse the 
Examiner's rejections under 35 U.S.C. § 101 and § 102(e). Applicants note that the 
Office Action contains a number of statements reflecting characterizations of the related 
art and the claims. Regardless of whether any such statement is identified herein, 
Applicants do not automatically subscribe to any statement or characterization in the 
Office Action. 

I. The rejection of claims 1, 8, 22, 26, and 27 under 35 U.S.C. § 101 

Applicants traverse the § 101 rejection of claims 1 , 8, 22, 26, and 27 because 
these claims are directed toward statutory subject matter. The Examiner alleges that 
claims 1, 8, 18, 22, 26, and 27 are directed to non-statutory matter because these 
claims deal with an abstract concept and the generality of the claims seek to patent 
every "substantial practical application" of such concept. (OA at 3, citing Gottschak v. 
Benson, 409 U.S. 63, 71-72 (1972).) Further, in a telephone communication with the 
Applicants' representative on March 22, 2006, the Examiner expressly pointed to Annex 

1 The Examiner rejects claims 1-25 in the basis of the rejection, but addresses claims 1-28 in the body of the 
rejection. 
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II A(v) of the Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility ("Interim Guidelines") to support the 35 U.S.C. § 101 rejection. 
Applicants disagree with the Examiner, as discussed below. 

First, Annex II A(v) of the Interim Guidelines applies to when "a claim applies a 
mathematical formula, for example, as part of a seemingly patentable process." (Interim 
Guidelines at 35.) Claims 1-28 do not recite a mathematical formula, or do they attempt 
to preempt general use of a mathematical formula. Accordingly, Applicants traverse the 
Examiner's rejection of these claims under 35 U.S.C. § 101 on the basis of Annex II 
A(v) of the Interim Guidelines. 

Further, according to the Federal Circuit, the inquiry of whether a claim is 
statutory focuses on "the essential characteristics of the subject matter, in particular, its 
practical utility." State Street Bank & Trust Co. v. Signature Fin. Group, Inc., 149 F.3d 
1368, 1375, 47 USPQ2d (BNA) 1596, 1602 (Fed. Cir. 1998). If a claim includes 
recitations that produce "a concrete, tangible and useful result," the claim is not abstract 
and has practical utility. See id. at 1373, 1600-01; AT&T Corp. v. Excel 
Communications, Inc., 172 F.3d 1352, 1358 (Fed. Cir. 1999), 50 USPQ2d 1447, 1451- 
52. And if the claim is not abstract and has practical utility, it is statutory under 35 
U.S.C. § 101. 

Applicants submit that the inventions recited in claims 1 , 8, 22, 26, and 27 have 
practical application and provide a useful, concrete, and tangible result. For example, 
exemplary embodiments of the disclosed invention, as recited in these claims, are 
useful for supporting collaboration among team members in an open environment that 
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encourages participation. 2 See, e.g., page 12. In addition, independent claims 1, 8, 

and 22 recite, inter alia, "a method of establishing a community of practice." Likewise, 

independent claims 18, 26 and 27 recite, inter alia, "a system for managing knowledge 

in an organization." Accordingly, Applicants' claims recite features associated with a 

specific and practical use. Indeed, Applicants' claims recite methods and systems that 

produce useful, non-abstract results, such as steps and systems for managing 

knowledge via a knowledge management system that provides a venue for participants 

of the community of practice to share knowledge to achieve one or more goals of a 

community of practice. 

Moreover, the subject matter defined by Applicants' claims is tangible. 

Applicants call attention to the Interim Guidelines which states: 

The tangible requirement does not necessarily mean that a 
claim must either be tied to a particular machine or 
apparatus or must operate to change articles or materials to 
a different state or thing. However, the tangible requirement 
does require that the claim must recite more than a § 101 
judicial exception, in that the process claim must set forth a 
practical application of that § 101 judicial exception to 
produce a real-world result. (Pages 21-22, internal citations 
omitted.) 

In this case, the claims set forth the practical application of knowledge 
management systems, which allow knowledge sharing. Additionally, "establishing the 
community of practice" and "maintaining the received data in the database based on the 
identified roles and responsibilities," as recited in claims 1 , 8, and 22 are neither 



In referring to the specification above, Applicant does not intend to limit the scope of the claims to the exemplary 
embodiments shown in the drawings and described in the specification. Rather, Applicant expressly affirms the 
entitlement to have the claims interpreted broadly, to the maximum extent permitted by statute, regulation, and 
applicable case law. 
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abstract nor intangible. Similarly, at least the knowledge management system recited in 
claims 18, 26 and 27 provides a non-abstract mechanism that provides functions that 
are neither abstract or intangible. Additionally, in so far as the Examiner asserts 
achieving a goal of a community of practice, Applicants submit the process of sharing, 
using selected data in the database by a plurality of the participants of the community of 
practice to achieve the one or more goals is not abstract. 

Additionally, Applicants' claims, including claims 1, 8, 22, 26, and 27 perform 
concrete real-world functions that defines statutory subject matter. For instance, claims 
1 , 8, 22, 26, and 27 recite methods and systems that process data (e.g., collecting, 
managing, etc. data with a knowledge management system) to produce a concrete 
result, such as collaboration among participants in a community of practice to achieve 
one or more goals. 

Further, the rejection of claims 1, 8, 22, 26, and 27 is legally deficient because 

the Examiner has failed to show that even if the claims included an abstract idea (a 

position Applicants refute), that the claims as a whole is directed toward the abstract 

idea or for a particular application of the idea. Applicants again call attention to the 

PTO's Interim Guidelines which states (on pages 17-18): 

While abstract ideas, natural phenomena, and laws of nature 
are not eligible for patenting, methods and products 
employing abstract ideas, natural phenomena, and laws of 
nature to perform a real-world function may well be 
(emphasis added). In evaluating whether a claim meets the 
requirements of section 101 , the claim must be considered 
as a whole to determine whether it is for a particular 
application of an abstract idea , natural phenomenon, or law 
of nature, rather than for the abstract idea, natural 
phenomenon, or law of nature itself (emphasis added). 
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As discussed above, Applicants' claims recite methods and systems providing 
particular and real-world application of the embodiments disclosed in Applicant's 
specification, such as maintaining a knowledge database, allowing for knowledge 
sharing, and for a community to achieve its goals. 

As such, independent claims 1 , 8, 22, 26, and 27 are drawn to subject matter that 
provides useful, concrete, and tangible results, and are therefore statutory under 
35 U.S.C. § 101. Accordingly, Applicants request withdrawal of the rejection of claims 

I , 8, 22, 26, and 27 under 35 U.S.C. § 101 . 

II. The rejection of claims 1-28 under 35 U.S.C. § 102(e) 

Applicants traverse the rejection of claims 1-28 under 35 U.S.C. 102(e) because 
Mui et al. does not teach each and every element of the claims. In order to properly 
anticipate Applicants' claimed invention under 35 U.S.C. § 102(e), each and every 
element of the claim at issue must be found, either expressly described or under 
principles of inherency, in a single prior art reference. Further, "[t]he identical invention 
must be shown in as complete detail as is contained in the . . . claim." See M.P.E.P. 
§ 2131 . Finally, "[t]he elements must be arranged as required by the claim." Id. 

With regard to claim 1 , Mui et al. fails to teach "a community of practice" as 
claimed. The Examiner asserts Mui et al. discloses a "community of practice." (OA at 
4.) In particular, the Examiner points to service 503 of Mui et al. as disclosing 
identifying practice managers. (OA at 4, lines 6 and 15.) However, as shown in Fig. 5 of 
Mui et al., core service 503 is a module that provides a set of common functionality for 
enterprise application. (Mui et al. at [0059].) Thus, neither the referenced portion, nor 
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any other portion of Mui et al., discloses one or more community of practice managers 
as recited in the claims. 

The Examiner points to the "subject matter expert" of paragraph 1242 of Mui et 
al. as disclosing one or more experts with special knowledge related to the goal of the 
community of practice, as recited in the claims. (OA at 4.) However, Mui et al. does not 
teach or suggest an expert as recited in the claims. The subject expert as disclosed in 
Mui et al. refers to the a competency level in the exemplary performance application. 
{Mui et al. at [1247] and [1251].) The subject matter experts disclosed in Mui et al. have 
high level of competencies in certain areas that are unrelated to the performance 
application itself. For example, Fig. 20 of Mui et al. shows details of a competency, 
"Listening," for two individuals who are set forth as experts in "Listening" 2208. {Mui et 
al. at [1248].) As such, neither the referred to portion, nor any other portion of Mui et al. 
discloses one or more experts with special knowledge as recited in the claims. 

Further, the Examiner asserts paragraphs 0082-01 12 of Mui et al. teach 
identifying roles and responsibilities for participants of, and one or more goals for, a 
community of practice. (OA at 4.) These paragraphs, however, merely refer to software 
objects that reflect services used by the SABA system to allow a user to perform certain 
software-related functions. This disclosure of objects does not teach identifying roles 
and responsibilities for participants in a community of practice, or identifying one or 
more goals for the community of practice. Instead, the core services disclosed in 
paragraphs 0082-0112 merely represent "common business services" (business 
objects) that may be used by the SABA system. {Mui et al. [0082].) In response to 
Applicants' previous arguments, the Examiner again refers to "[t]hese services are not 
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specific to any industry, such as learning; instead, they provide the support and 
functionality required by applicants to meet genetic requirements," as supporting 
identifying roles and responsibilities for participants. (OA at 12-13.) However, the 
Examiner's assertion is not responsive to Applicants argument that the core services 
disclosed in paragraphs 0082-0112 merely represent "common business services" that 
have no relationship to participants of a community of practice. 

Additionally, Mui et al. does not teach "identifying a need for a community of 
practice including as participants a plurality of users, one or more experts with special 
knowledge related to the identified need, and one or more community of practice 
managers; identifying one or more goals for the community of practice, based on the 
identified need; establishing the community of practice to achieve the one or more 
goals," as recited in claim 1 . For example, the Examiner refers to paragraph 0170 as 
disclosing identifying one or more goals for the community of practice. (OA, at 4 and 
13.) Paragraph 0170 discloses a performance module available to be used for 
managing human performance. (Mui et al. [0170].) However, even if managing human 
performance is an identified goal (a position Applicants refute), neither the referred to 
portion, nor any other portion of Mui et al. teaches identifying a need for a community of 
practice, identifying one or more goals for the community of practice base on the 
identified need, and then establishing the community of practice to achieve the one or 
more goals, as recited in claim 1 . 

Because Mui et al. does not teach or suggest each and every element of claim 1 , 
Mui et al. does not anticipate claim 1 under 35 U.S.C. § 102(e). Accordingly, Applicants 
request that the rejection be withdrawn and the claim allowed. 



- 19- 



Attorney Docket No. 08350.0613 
U.S. Application No.: 09/995,822 

Claims 2-7 depend from claim 1 . As explained, Mui et al. does not teach the 
recitations of claim 1 . Accordingly, the reference also fails to teach the recitations of 
claims 2-7 for at least the same reasons set forth in connection with claim 1 . As such, 
Applicants respectfully request that the Examiner withdraw the rejection of claims 2-7 
under 35 U.S.C. 102(e) and allow the claims. 

With regard to independent claim 8, Mui et al. does not teach capturing 
knowledge from community of practice participants, as asserted by the Examiner. (OA 
at 5.) Contrary to the Examiner's assertions, delivering query results and the match 
agents disclosed by Mui et al., in paragraphs 0993 and 1002, have nothing to do with 
capturing knowledge from community of practice participants, as recited in claim 8. In 
fact, the agents (1300, 1302, and 1304) in Fig. 1 3 of Mui et al. are four exemplary APIs , 
not participants of a community of practice. (Mui et al. at [0984].) Further, the Examiner 
appears to assert that the user profiles mentioned in paragraph 1002 disclose 
participants in a community of practice. (OA at 15.) Contrary to the Examiner's 
assertion, as explained in Mui etal., user profiles include skill competencies and gaps, 
roles and responsibilities of a user (Mui et al. at [0963].) That is, the referred to user 
profile has nothing to do with participants in a community of practice. Applicants find no 
hint in the above citations that show collecting knowledge from any type of individual. 
Indeed, Mui et al. does not teach such features in any portion of its disclosure. 

Similarly, the reference also fails to teach or suggest approving the captured 
knowledge, as recited in claim 8. Contrary to the Examiner's assertions, the match 
agents disclosed by Mui etal. have no correlation to approving collected knowledge, as 
recited in claim 8. Instead, the match agents are merely software (API) that analyze 
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user profiles "identifying those resources most relevant to a user's job, interests, or 
objectives." (Mui et al. at [1003].) There is absolutely no teaching or suggestion in Mui 
et al., especially in paragraphs 1002-1003 cited by the Examiner, that show approving 
collected knowledge. Indeed, Mui et al. does not show approving any type of 
knowledge. 

Additionally, Mui et al. does not teach or even suggest delivering the approved 
knowledge to community of practice participants over the computer network, as recited 
in claim 8. The Examiner again relies on paragraphs 1002-1003 to support the rejection 
of this claim. This reliance is improper as it is clear, these, or any other, paragraphs 
disclosed by Mui et al. do not provide any hint or suggestion of delivering approved 
knowledge to any individuals, much less participants of a community of practice, as 
recited in claim 8. Instead, Mui et al. states its match agents may "deliver suggestions 
for classes covering that technology" (i.e., technology required for a new job 
assignment). (Mui et al. at [1003].) This has no correlation to delivering approved 
knowledge. 

Along similar lines, Mui et al. does not teach maintaining the knowledge in a 
database, as recited in claim 8. The Examiner refers to Fig. 5 and paragraph 1204 of 
Mui et al. to support the assertions set forth in the Office Action. (OA at 6 and 1 5.) Fig. 
5, however, merely shows components, albeit a database, of the SABA system 
disclosed by Mui et al. Merely referencing a database is not sufficient to meet the prima 
facie requirements under 35 U.S.C. § 102(e) invoked by the Examiner to reject claim 8. 
Paragraph 1204 of Mui et al. describes various types of computer hardware and 
computer software used in a preferred embodiment. However, neither the referred to 
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portions, nor any other portion of Mui et al., teaches or suggests maintaining knowledge 
in a database, where the knowledge is collected from participants of a community of 
practice, as recited in claim 8. 

Additionally, Mui et al. does not teach or suggest one or more experts who 
approve data submitted by participants in the community of practice, or one or more 
community of practice managers who organize interaction among participants in the 
community of practice using the knowledge management system accessible by the 
participants of community of practice, as recited in amended claim 8. The Examiner 
asserts that paragraphs 0207-0210, citing individual learner query learning metadata 
and team managers working with profile metadata, disclose a plurality of participants in 
the community of practice use the knowledge management system to exchange 
information to achieve the identified one or more goals. (OA at 4 and 14.) However, 
Fig. 6 of Muiet al. shows four distinct SABA applications (609, 611,613, and 615) that 
interoperate to provide a complete Human Capital Development and Management 
solution. (Mui et al. at [0203].) Neither the learners 619 nor the managers 621 of Fig. 6 
discloses one or more experts who approve data submitted by participants in the 
community of practice, or one or more community of practice managers who organize 
interaction among participants in the community of practice, as recited in claim 8. 

As explained, Mui et al. does not teach community of practice participants 
including users, one or more community of practice managers, and one or more experts 
associated with the community of practice. Therefore, Mui et al. does not support the 
rejection of claim 8 under 35 U.S.C. § 102(e). Accordingly, Applicants request that the 
rejection be withdrawn and the claim allowed. 
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Claims 9-17 depend from claim 8. As explained, Mui et al. does not teach the 
recitations of claim 8. Accordingly, the reference also fails to teach the recitations of 
claims 9-17 for at least the same reasons set forth in connection with claim 8. 

Further, Mui et al. does not teach the recitations of dependent claims 9-17. For 
example, contrary to the Examiner's assertions, the AccountabilityManager disclosed by 
Mui et al. does not manage organization membership within the context of a community 
of practice. (Mui et al. at [01 16].) Instead, the organization membership mentioned in 
Mui et al. refers to organizations associated with entities (user records) in the system. 
Moreover, the AccountabilityManager (or any other component taught by Mui et al.) 
does not suggest or disclose accepting subscriptions for membership in the community 
of practice. 

Claim 1 8 includes features similar to claim 1 . Contrary to the Examiner's 
assertions, Mui et al. does not disclose these features. As explained above in 
connection with claim 1 , Mui et al. does not teach a community of practice including 
users, experts and practice managers. Instead, Mui etal. discloses a method for 
identifying one or more persons from a plurality of persons to utilize in achieving a goal. 
(Abstract.) These persons, and any group formed from them, do not include experts 
and the community of practice managers, such as that recited in claim 18. Further, as 
explained, Mui et al. does not disclose a knowledge management system that allows 
participants to exchange information to achieve a goal associated with the community of 
practice. Accordingly, Mui et al. does not support the rejection of claim 18 under 
35 U.S.C. § 102(e), and Applicants request that the rejection be withdrawn and the 
claim allowed. 
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Claims 19-21 depend from claim 18. As explained, Mui et al. does not teach the 
recitations of claim 18. Accordingly, the reference also fails to teach the recitations of 
claims 19-21 for at least the same reasons set forth in connection with claim 18. As 
such, Applicants respectfully request that the Examiner withdraw the rejection of claims 
19-21 under 35 U.S.C. 102(e) and allow the claims. 

Additionally, Mui et al. does not teach at least identifying a goal for the 
community of practice, establishing the community to achieve the goal, and identifying a 
community or practice manager and one or more experts for the community of practice, 
as recited in claim 22. Instead, in Mui et al., a manager of the organization uses the 
software applications to determine how a (already chosen) goal can be achieved using 
members of an already established team. 

As explained above in connection with claim 1 , Mui et al. does not teach 
managing the community of practice by allowing participants in the community of 
practice to exchange information to achieve a goal associated with the community of 
practice. As such, Mui et al. does not teach the recitations of claim 22, as asserted by 
the Examiner. Therefore, Applicants request that the rejection of claim 22 under 
35 U.S.C. § 102(e), be withdrawn and the claim allowed. 

Claims 23-25 depend from claim 22. As explained, Mui et al. does not teach the 
recitations of claim 22. Accordingly, the reference also fails to teach the recitations of 
claims 23-25 for at least the same reasons set forth in connection with claim 22. As 
such, Applicants respectfully request that the Examiner withdraw the rejection of claims 
23-25 under 35 U.S.C. 1 02(e) and allow the claims. 
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Claims 26 and 27, although of different scope, recite features similar to those of 
claim 1 . For example, claims 26 and 27 recite, at least an expert approving data 
submitted by participants in the community of practice, and a manager organizing 
interaction between the participants. For at least the same reasons in connection with 
claim 1 , the rejection of claims 26-27 is not supported by the cited art. Claim 28 
depends from claim 27. Accordingly, the reference also fails to teach the recitations of 
claims 28 for at least the same reasons set forth in connection with claim 27. As such, 
Applicants respectfully request that the Examiner withdraw the rejection of claims 26-28 
under 35 U.S.C. 102(e) and allow the claims. 
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IV. Conclusion 

In view of the foregoing remarks, Applicants submit that this claimed invention, 
as amended, is neither anticipated nor rendered obvious in view of the prior art 
references cited against this application. Applicants therefore request the entry of this 
Amendment, the Examiner's reconsideration and reexamination of the application, and 
the timely allowance of the pending claims. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to our deposit account 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 




Dated: March 28, 2006 
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